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Detailed Action 
Summary 

1 . This is tlie Final Office action based on the 10/535762 application attorney 
remarks filed on 07/13/2009. 

2. Claims 1-20 are pending and have been fully considered. 

Claim Rejections - 35 USC § 103 

3. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being obvious over 
GANSER in US 6787301 in view of NORRIS in US 5592289. 

With respect to Claims 1 , 19, & 20 GANSER et al. teach of a method for laser 
microdissection which allows a specimen field to be cut out form a specimen in a 
reliable and convenient fashion. Specifically, with respect to Claim 1 , GANSER et al. 
teach of a laser microdissection device with a microscope for observing biological 
material on a specimen holder (column 2, lines 31-49), (column 1, lines 15-20). 
GANSER et al also teach of a holder (receptacle container= glass slide which the 
biological specimen is put on, & holder = x-y- stage) which is provided for receiving 
the biological object which is excised from the biological material(the holder is capable 
of holding a receptacle device having a plurality of containers) (column 2, lines 57- 
67 & column 3, line 1-11). GANSER et al. does not teach of identifying receptacles by 
evaluating coding or of multiple receptacle containers. NORRIS however does teach of 
identifying receptacles by evaluating coding and of multiple receptacle containers with 
different well configurations (column 8, lines 7-1 1 ). NORRIS also teaches of controlling 
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the position of tlie receptacle device to allow for analysis and preparation of samples 
(column 2, paragraph 3) (abstract). It would be obvious to combine the laser 
microdissection apparatus of GANSER with the identification mechanism of NORRIS to 
provide for sample or container specific analysis and specimen specific holding due to 
the desire for a receptacle positioning mechanism, to accommodate analyte receptacles 
of various configurations and to supply this information to the computer and (Column 3, 
paragraph 2) due to the need for a device which can properly align receptacles(column 
1 , paragraphs 2 & 3, column 2, paragraph 4). 

Alternatively, NORRIS teaches of identifying receptacles by evaluating the 
coding on multiple receptacle containers with different well configurations (column 8, 
lines 7-1 1 ). NORRIS also teaches of controlling the position of the receptacle device to 
allow for analysis and preparation of samples (column 2, paragraph 3) (abstract). 
NORRIS does not teach of they system being used for laser microdissection. GANSER 
et al., however does teach of a laser microdissection system(column 2, lines 31-49), 
(column 1, lines 15-20). It would be obvious to combine the mechanism for aligning and 
identifying receptacles of NORRIS with the laser microdissection system of GANSER to 
allow for more complete and accurate dissection and identification due to the current 
problems in the art of cutting specimens (column 1, lines 21-29). 

With respect to Claim 2, NORRIS teaches of the optical scanning of the analyte 
receptacle (column 5, Iines7-10). 

With respect to Claims 3 & 4, NORRIS teaches of the optical scanning of the 
analyte receptacle (column 5, Iines7-10). NORRIS discloses the claimed invention 
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except for the use of inductive or capacitative scanning of the coding. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to use a capacitative or inductive code as opposed to an optical code since the 
examiner takes official notice of the equivalence of optical to capacitative or inductive 
codes for their use In Identifying objects and the selections of any of these known 
equivalents to code and object would be obvious to one of ordinary skill In the art. 

With respect to Claim 5, GANSER et al. teach of monitoring the camera image 
(column 6, lines 58-65). GANSER et al. does not teach of specifically monitoring the 
Image of the receptacle device. NORRIS teaches of repeatable positioning of the 
analyte receptacle being important for analysis of the image (column 1 , lines 25-31 ). 
From this, it would be obvious to monitor the position of the receptacle device by image 
analysis. 

With respect to Claim 6, NORRIS et al. teach of positioning the receptacle 
devices (abstract). 

With respect to Claim 7, NORRIS teaches of positioning the receptacle device 
with respect to the microscope (column 1 , lines 23-30). 

With respect to Claim 8, GANSER et al. teach of monitoring the camera Image 
(column 6, lines 58-65). GANSER et al. does not teach of specifically monitoring the 
Image of the receptacle device. NORRIS teaches of repeatable positioning of the 
analyte receptacle being important for analysis of the image (column 1, lines 25-31). 
From this, it would be obvious to monitor the position of the receptacle device by image 
analysis. 
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With respect to Claim 9, GANSER et al. teacli of acquiring an image of the 
specimen which is going to be dissected (column 5, lines 1 1-21). 

With respect to Claim 10, GANSER et al. teach of a laser microdissection device 
with a microscope for observing biological material on a specimen holder (column 2, 
lines 31-49), (column 1, lines 15-20). GANSER et al also teach of a holder (receptacle 
device) which is provided for receiving the biological object which is excised from the 
biological material (column 2, lines 57-67 & column 3, line 1-11) specifically being an X- 
Y stage (holder) which has a glass specimen slide (plate) (column 2, lines 57-67, & 
column 3, lines 1-11) which allows for control of the dissection protocol for a dissection 
work sequence which can be carried out with respect to the receptacle device. 

With respect to Claim 1 1 , GANSER et al. teach of a specimen holder and a stage 
(frame) (column 3, lines 7-11). 

With respect to Claim 12, GANSER et al. teach of a laser which generates a 
laser beam having at least one optical system that couples the laser beam into the 
objective(column 2, lines 36-49) )(optical scanning), and of a specimen holder(column 
2, lines 57-67) . GANSER et al. does not teach of the receptacle device having an 
optical code. NORRIS et al., however does theca of the receptacle device having and 
optical code (column 5, Iines7-10). 

With respect to Claim 13, NORRIS et al. teach of the coding being a binary code 
which is defined by through openings (column 7, lines 19-22). 

With respect to Claim 14, NORRIS teaches of the code being a barcode (column 
9, lines 1-10). 
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With respect to Claims 15-17, NORRIS teaches of the optical scanning of the 
analyte receptacle (column 5, Iines7-10). GANSER and NORRIS disclose the claimed 
invention except for the use of inductive or capacitative code in the form of a 
transponder. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to use a capacitative or inductive code as opposed to an 
optical code since the examiner takes official notice of the equivalence of optical to 
capacitative or inductive codes for their use in identifying objects and the selections of 
any of these known equivalents to code and object would be obvious to one of ordinary 
skill in the art. 

With respect to Claim 18, NORRIS et al. teach of a holder which is designed to 
hold a receptacle device (microplates) (columni , lines 31-41 & claim 18). It is obvious if 
a device can hold plates of varying sizes that it can also hold caps and tubes. 

Response to Arguments 

Applicant's arguments filed 07/13/2009 have been fully considered but they are 
not persuasive. 

GANSER et al. teach of a laser microdissection device with a microscope for 
observing biological material on a specimen holder (column 2, lines 31-49), (column 1, 
lines 1 5-20). GANSER et al also teach of a holder which is provided for receiving the 
biological object which is excised from the biological material(receptacle container= 
glass slide which the biological specimen is put on, & holder = x-y- stage) holder 
is designed to(the holder is capable of holding a receptacle device having a 
plurality of containers) (column 2, lines 57-67 & column 3, line 1-11). GANSER et al. 
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does not teach of identifying receptacles by evaluating coding or of multiple receptacle 
containers. NORRIS however does teach of identifying receptacles by evaluating 
coding and of multiple receptacle containers with different well configurations (column 8, 
lines 7-1 1 ). NORRIS also teaches of controlling the position of the receptacle device to 
allow for analysis and preparation of samples (column 2, paragraph 3) (abstract). It 
would be obvious to combine the laser microdissection apparatus of GANSER with the 
identification mechanism of NORRIS to provide for sample or container specific analysis 
and specimen specific holding due to the desire for the receptacle positioning 
mechanism, to accommodate analyte receptacles of various configurations and to 
supply this information to the computer (Column 3, paragraph 2) due to the need for a 
device which can properly align receptacles(column 1 , paragraphs 2 & 3, column 2, 
paragraph 4). 

Applicant claims a "holder which can hold a receptacle device having a plurality 
of containers". This means that the holder must only be capable of holding a receptacle 
device having a plurality of containers. Applicant does not currently claims the actuual 
receptacle device which has a plurality of containers." Therefore, the rejection is 
maintained. 

Also, applicant claims that the control means is "capable of being displayed to a 
user" the control means in NORRIS is capable of this function. NORRIS also provides 
selection functions which are specific to the receptacle device column 2, paragraph 3) 
(abstract). 



Application/Control Number: 10/535,762 Page 8 

Art Unit: 1797 

Also, it would be obvious to combine the laser microdissection apparatus of 
GANSER with the identification mechanism of NORRIS to provide for sample or 
container specific analysis and specimen specific holding due to the desire for the 
receptacle positioning mechanism, to accommodate analyte receptacles of various 
configurations and to supply this information to the computer (Column 3, paragraph 2) 
due to the need for a device which can properly align receptacles(column 1 , paragraphs 
2 & 3, column 2, paragraph 4). The receptacle device in NORRIS is identified with a 
code. NORRIS is relied upon to teach this feature. Both Ganser and Norris relate to 
sample preparation which inherently ends with sample analysis. 

Conclusion 

4. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See 
MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to REBECCA FRITCHMAN whose telephone number is 
(571)270-5542. The examiner can normally be reached on Monday- Friday 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie, Kim can be reached on 571-272-0579. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Krishnan S Menon/ 

Primary Examiner, Art Unit 1797 
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